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DETAILED ACTION 

Applicants' arguments, filed 07/03/2008, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They 
constitute the complete set presently being applied to the instant application. 

Claim Rejections - 35 USC §112- Indefiniteness 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 6 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 6 and 12 recites the limitation "said patient is a human at risk of 
developing" prostate cancer. There is insufficient antecedent basis for this limitation in 
the claim. A patient who is already being treated for prostate cancer is no longer in the 
population of patients at risk because they already have prostate cancer. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. 

Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heath et al (US 5,668,152) in view of Comford et al (AJP, Vol. 154, No. 1 (1999) 137- 
144). 

Heath et al teaches working examples within the instant claims, such as working 
example 50-52 (columns 45-46) with favorable IC 50 values, for the purpose of being 
protein kinase C inhibitors (abstract). Graff also teaches the use of protein kinase C 
inhibitors for the treatment of cancers (column 12 lines 25-32). 

Heath et al does not teach the compounds treating prostate cancer as a 
preferred embodiment. 

Comford et al teaches in prostate cancer, PKC activity was vital for the growth of 
androgen-independent prostate cells (page 138, about lines 15-19). 
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Therefore it would be obvious to one of ordinary skill in the art that the 
compounds of the primary reference may be used to treat specific cancers which benefit 
from PKC inhibition, as disclosed in the secondary reference. 

It is noted that evidence was provided that proposed there are unexpected 
results along the AKT pathway in comparison to other compounds disclosed in the 
primary reference. First, recognition of additional pathways does not provide sufficient 
evidence to overcome the obviousness rejection where one of ordinary skill in the art 
would have chosen the compound of the primary reference and cancer of the secondary 
reference for different reasons, i.e. the protein kinase C inhibition function. Second, the 
evidence is directed to a property which is not instantly claimed, where there are 
multiple pathways which may be inhibited, thereby treating cancer. 

Conclusion 

No claims allowed 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin Packard whose telephone number is 571-270- 
3440. The examiner can normally be reached on M-R 8-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frederick Krass can be reached on 571-272-0580. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin Packard/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



